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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE _3 MONTH(S) FROM 

THE MAILING DATE OF THIS COMMUNICATION. 
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earned patent term adjustment. See 37 CFR 1 .704(b). 
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DETAILED ACTION 



Continued Prosecution Application 



1 . The request filed on 9/4/2001 for a Continued Prosecution Application (CPA) under 37 
CFR 1 .53(d) based on parent Application No. 08/8 1 877 1 is acceptable and a CPA has been 
established. An action on the CPA follows. 



2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 



3. Claims 1-4, 10-11 and 17-21 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Simmons (USP 5974451). 

As claim 1, Simmons discloses a bridge server "Fig 4, Ref 404" for receiving a requested 
information from a client for targeting a network server "Fig 1, Ref 101 " and attaching additional 
content "Fig 4, Ref 407, Advertisement" into a requested information for transmitting to the user 
"Fig 4, Ref 410); See col 3, lines 47-66 and claim 7. 



Claim Rejections - 35 USC § 102 
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As claims 2 and 4, Simmons discloses a step of determining if any advertisements are 
associated with the remote information server, then selecting an advertisement to relay to the user 
(Fig 4, Ref 407-408); See col 3, lines 47-66 and Claim 7. 

As claim 3, Simmons discloses a step of sending an additional content "advertisement" 
which separates from requested information "Fig 6, Ref 603-604"; See col 3, lines 47-66, claim 7. 

As claims 10-11 and 17-18, Simmons discloses a bulletin information comprising hyperlink 
to identify the additional content information (See col 10, lines 10-24). 

As claim 19, Simmons discloses a bridge server "access system of Fig 1" for receiving a 
request for information of targeted server "Fig 1, Ref 101 determining if any advertisements are 
associated with the remote information server, then selecting an advertisement to relay to the user 
(Fig 4, Ref 407-408) and adding the additional information "bulletin information" into requested 
information to provide to the user; See col 3, lines 47-66 and Claim 7 and 5. 

As claims 20-21, Simmons discloses a bulletin information being mark or tag by hyperlink 
such as URL to allow the user to retrieve the addition information, See col 10, lines 10-24. 
4. Claims 24-25 and 29 are rejected under 35 U.S.C. 102(e) as being anticipated by Haserodt 
(USP 6031836). 

As claim 24, Haserodt discloses a bridge server (Fig 1, Ref 104) for receving a request for 
content which targets a network server (Fig 1, 105); the bridger server 104 marks up the request 
and returns to the user for resubmitting (Fig 1, Ref 1, Fig 2 discloses a server 104 for receiving a 
request for content of a network server 105 from user 1 13; the server 104 generates a mark up 
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request form for transmitting to the user 113; allowing the user 1 1 3 to resubmit the request the 
marked up content to server 104); See col 3, lines 55 to col 4, lines 60. 

As claim 25, Harerodt discloses a bridge server (Fig 2, Ref 104) removing the marked up 
content after receiving a resubmitted request and forwarding the request to the server (Fig 2, 
Ref 105, the server removed the requested data from the marked up form and forwards the 
requested data to the server 105); See col 3, lines 55 to col 4, lines 60. 

As claim 29, Haserodt discloses in Fig 2, a client including a control logic for transmitting 
a request that target the server 105 and retransmitting the marked up request after receiving a 
mark up form from a bridge server 104; See col 3, lines 55 to col 4, lines 60. 
5. Claims 1-4, 10-11 and 17-21 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Van Hoff(USP 5822539). 

As claim 1, Van Hoff discloses a bridge server "Fig 2, Ref 118" for receiving a requested 
information from a client for targeting a network server "Fig 2, Ref 104" and attaching additional 
content "Fig 2, Ref 120 for merging the additional information into the requested information" 
into a requested information for transmitting to the user "Fig 2, Ref 102". 

As claim 2 and 4, Van Hoff discloses a step of determining if any addition contents are 
associated with the remote information server, then selecting an addition content to relay to the 
user (Fig 2, Ref 120 for determining if any documents are related to the requested information, if 
yes, selecting the addition information for merging into the document from the server 104). 
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As claim 3, Van Hoff discloses a step of sending an additional content without altering 
from requested information (It's implicitly shown by Van Hoff because Van Hoff does not 
disclose a step of altering). 

As claim 10-1 1 and 17-18, Van Hoff disclose an addition information comprising 
hyperlink to identify the additional content information (See Fig 4). 

As claim 1 9, Van Hoff discloses a bridge server "Fig 2, Ref 1 1 8 M for receiving a request 
for information of targeted server "Fig 2, Ref 104", determining if any addition contents are 
associated with the remote information server, then selecting an addition content to relay to the 
user (Fig 2, Ref 120) and adding the additional information into requested information to provide 
to the user (Fig 2, Ref 102; See col 4, lines 58 to col 6, lines 63). 

As claims 20-21, Van Hoff discloses information being mark or tag by hyperlink such as 
URL to allow the user to retrieve the addition information (Fig 4). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the claims 
under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
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commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) and potential 35 
U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 

7. Claim 30 rejected under 35 U.S.C. 103(a) as being unpatentable over Haserodt as applied 
to claim 29 above, and further in view of Rondeau (USP 5850433). 

As claim 30, Haserolt does not disclose the claimed invention. However, Rondeau 
disclosed a client system which transmits another request upon receiving an identifier of addition 
content from a server "Fig 1, Ref 28"; (a client clicks on the telephone icon to talk to the 
telephone 22 for addition content). 

Since, Rondeau suggests a method of embedding the telephone number into a mark up 
page. Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to apply a telephone number into a web page as addition content for allowing 
a user to contact with an agent for obtaining more information as disclosed by Rondeau into 
Harserolt's communication system. The motivation would have been to prevent the human error. 

8. Claims 6-9 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Simmons/Van Hoff as applied to claims 1 and 19 above, and further in view of Rondeau 
(USP 5850433). 
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As claims 6-9 and 22, Simmons/Van Hoff fails to disclose the claim invention. Rondeau 
discloses the additional content information comprising an option to make a phone call by 
allowing a user to click on the icon (Fig 2, Ref 54) to make a phone call via the network to a 
PSTN handset (Fig 1, Ref 22) and the addition content such as telephone number must be marked 
by the access server for returning to the user in a form such as icon or button. 

Since, Simmons suggests a method and apparatus for providing an advertisement via an 
internet service provider. Therefore, it would have been obvious to one of ordinary skill in the art 
at the time of the invention was made to apply a database server which includes a telephone icon 
as disclosed by Rondeau into a bulletin server's Simmons or server's Van Hoff. The motivation 
would have been to reduce the amount of time required to place a telephone to one of provider. 
9. Claims 13-16 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Simmons/Van Hoff as applied to claims 1 and 19 above, and further in view of Haserodt 
(USP 6031836). 

As claims 13-16 and 23, Simmons/Van Hoff does not disclose the claimed invention. 
However, in the same field of endeavor, Haserodt a bridge server (Fig 1, Ref 104) for receving a 
request for content which targets a network server (Fig 1, 105); the bridger server 104 marks up 
the request and returns to the user for resubmitting (Fig 1, Ref 1, Fig 2 discloses a server 104 for 
receiving a request for content of a network server 105 from user 1 13; the server 104 generates a 
mark up request form for transmitting to the user 113; allowing the user 1 13 to resubmit the 
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request the marked up content to server 104) for establishing a telephone call; See col 3, lines 55 
to col 4, lines 60. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to apply a step of marking up the request for transmitting to the client and 
allowing the client to resubmit the request as disclosed by Haserodt into Van Hoff s or Simmons' 
communication system. The motivation would have been to allow a client to contact with an 
agent in real time. 

Response to Arguments 

10. Applicant's arguments filed 9/4/2001 have been fully considered but they are not 
persuasive. 

Page 8 of the response, the applicant states that Simmons is not a prior art according to 
the affidavit filed on 3/12/2001. In reply, the affidavit filed on 3/12/2001 under 37 CFR 1.131 is 
ineffective to overcome to Simmons reference because the Simmons is a U.S. patent that claims 
the rejected invention such as claims 1-4, 10-11 and 17-21 . An affidavit or declaration is 
inappropriate under 37 CFR 1.131(a) when the patent is claiming the same patentable invention, 
see MPEP § 2306. The patent can only be overcome by establishing priority of invention 
through interference proceedings. See MPEP Chapter 2300 for information on initiating 
interference proceedings and Chapter 700 section 715.04-715-06. 
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Page 8-10 of the response, the applicant states that VanHoff does not disclose "in addition 
to the content provided to the client system by the network server. In reply, Vanhoff disclose a 
method and apparatus for allowing a client (Fig 2, Ref 102) to submit a request for information 
(Fig 2, Ref 201)at a network server (Fig 2, Ref 104) via proxy server (Fig 2, Ref 119) which 
provides an addition information in the annotation directory 191 with information from network 
server 104 to client 102 wherein the annotation information has a link which is merged to the 
information of the network server (the supplemental information read on the additional content, 
See col. 5, lines 1-25 wherein the proxy will obtain a cross reference between the requested 
information and annotation directory to provide to client). 

Pages 10-12 of the response, the applicant states that Haserodt does not disclose a bridge 
server, network server and client. In reply, Haserodt discloses a bridge server (Fig 1, Ref 104) for 
receiving a request from a client (Fig 1, Ref 101) for targeting a network server (Fig 1, Ref 105). 
The bridge server markup the requested for transmitting to the client for resubmitting (See Fig 2, 
204-210). 

The teaching of Haserodt and Vanhoff perform the claimed invention. Therefore, the 
rejection maintains. 

Note : The application has a potential interference with the US patent 63 1 1 1 85. 
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Conclusion 



1 1 . Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Steven Nguyen whose telephone number is (703) 308-8848. The examiner 
can normally be reached on Monday through Friday from 8:30 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Wellington Chin, can be reached on (703) 305-4366. 

The fax phone number for this group is (703) 872-9314. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 305-4700. 

Steven Nguyen 

Art Unit 2664 S~ 
November 13,2001 A / J 




